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APPEAL BRIEF 

Appellant timely filed a Notice of Appeal to this Board on November 22, 2005 appealing 
the decision of the Examiner in the Final Office Action dated August 22, 2005 for the above 
captioned application. Appellant hereby submits this Appeal Brief pursuant to 37 C.F.R. 41 .37. 

(1) REAL PARTY IN INTEREST 

The real party of interest in this action is International Business Machines Corporation, 
the recorded assignee of the entire right, title and interest in and to the patent application now 
under appeal before this Board International Business Machines Corporation is a corporation of 
the State of New York, having a place of business in Arraonk, New York 10504. 

(2) Related Appeals and Interferences 

There are no other appeals or interferences known to Appellants, Appellants' legal 
representative, or Assignee that will affect or be directly affected by or have a bearing upon the 
Board's decision in the pending appeal. 

(3) Status of the Claims 

The status of all claims in the application under appeal is as follows: claims 1-6 and 8-13 
are pending in the application. Claims 1-6 and 8-13 stand rejected and are under appeal. 

(4) Status of Amendments 

Appellant has not submitted any amendments to the claims subsequent to the Final Office 
Action dated August 22, 2005. Appellant believes that the amendments made in its Response 

filed on May 23, 2005 have been entered. 

(5) Summary op Claimed Subject Matter 
There are two independent claims involved in this appeal, including independent claim 1 
directed to a method and independent claim 8 directed to a computer program product. 



1 
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Independent claim 1 is directed to a method for selecting a printer for printing a print job. 
(Specification, page 4, line 22; original claim 1; Abstract) The method comprises: identifying 
one or more attributes of the print job (Specification, page 4, line 23; and Figure 6, state 604); 
associating an attribute bit setting for each of the one or more identified attributes (Specification, 
page 12, lines 1-3 and 13-17; page 14, lines 1-3; and Figure 6, state 606); matching the one or 
more attribute bit settings of the print job with attributes listed in an attribute-printer assignment 
table (Specification, page 12, lines 22-25; page 13, lines 1-9 and 18-20; page 14, tines 1-8; 
Figure 5; Figure 6, state 610); identifying the printer from the attribute-printer assignment table 
designated to handle print jobs by having the matching one or more attribute bit settings 
(Specification, page 13, lines 19-20; page 14. lines 3-6; Figure 6, state 610); and directing the 
print job to the identified printer (Specification, page 14, lines 6-7; Figure 6, states 612). The 
method provides the advantage of accommodating user preferences for determming how print 
jobs are distributed to a plurality of printers (Specification, page 4, lines 14-16; page 4, line 22 to 
page 5, line 4, page 1 1, line 1-3 and 12-29; and page 12, lines 22-23). 

Independent claim 8 is directed to a computer program product including instructions 
embodied on a computer readable medium, for selecting a printer for printing a print job 
(Specification, original claims 8-14). The computer program product comprises instructions for 
carrying out the steps of the method described above. Accordingly, the specification support for 
the computer program product includes the description of the method as set out above. 

(6) Grounds of Rejection to be Reviewed on Appeal 
Whether claims 1-6 and 8-13 are anticipated under 35 U.S.C 102(e) by Barry et al., U.S. 
Patent No. 6,606,165. 
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(7) Argument 

„i n ^c ufi and R-13 ™ .nHri ptri under V TT S C. 102(e) hy^tTy et al, U.S. 

Patent No. 6.606.165. 

(1) Ap plicable law. 

"A claim is anticipated only if each and every element as set forth in the claim is found, 
either expressly or inherently described, in a single prior art reference." Verdegaal Bros. v. 
Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051. 1053 (Fed. Cir. 1987). 
Furthermore, "[anticipation requires the presence in a single prior art reference disclosure of 
each and every element of the claimed invention, arranged as in the claim." Lindemann 
Mashinenfabrik GmbH v. American Hoist & Derrick Co., 730 F.2d 1452. 221 USPQ 481, 485 
(Fed. Cir. 1984). Under 35 U.S.C Section 102, anticipation requires that "the prior art reference 
must be enabling, thus placing the allegedly disclosed matter in the possession of the public." 
Akzo N.V. v. U.S. M l Trade Comm'n, 808 F.2d 1471, 1 USPQ2d 1241, 1245 (Fed. Cir 1986). 
There must be no difference between the claimed invention and the reference disclosure, as 
viewed by a person of ordinary skill in the field of the invention." Scrlpps Clinic & Research 
Found, v. Genentech Inc., 927 F.2d 1565, 18 USQP2d 1001, 1010 (Fed. Cir. 1991). 
Furthermore, the Federal Circuit held in Paperless Accounting, Inc. v. Bay Area Rapid Transit 
Systems, 804 F.2d 659 (Fed. Cir. 1986) that "a §102(b) reference must sufficiently describe the 
claimed invention to have placed the public in possession of it." Id. at 665. 

(2) Review of the cited prior art . 

TJ.S. Patent No. 6.606,165 (hereinafter "Barry") discloses a method and apparatus for 
routing pages of a document to a multi-print engine based on parameters associated with me 
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page data of the print job. (Barry, Abstract). After converting the print job into rasterized 
images of each separate page of the document and storing each of the rasterized images of 
individual pages in storage, the individual pages are sent to the print engines based upon 
matching the print job parameters of each rasterized image with the printing characteristics of the 
print engine selected. (Abstract) The print job parameters that are included in the header of each 
rasterized page include such things as bit depth of the page, the page size, the number of colors 
on the page, the number of planes and the resolution. (Barry, col. 31, lines 45-50). However, the 
assignment to a given printer is not based upon attribute settings but is instead based upon 
complex formulas. See, for example, Barry, col. 9, eqns. (1) and (2); col. 13, line 25. 

( 3 ) ttan-v fails to di«r.lnsft each of the limitations of independent claim J.. 

Appellant claims, inter alia, associating an attribute bit setting for each of the one or 
more identified attributes, matching these bit settings with attributes in an attribute-printer 
assignment table, identifying the printer from the assignment table designated to handle print 
jobs having the matching attribute bit settings and directing the print job to the identified printer. 

Appellant respectfully asserts that a prima facie case of anticipation has not been 
presented because Barry fails to set forth each and every element of Appellant's claimed 
invention. First, Barry does not set forth associating an attribute bit setting for each of one or 
more identified attributes of the print job. As known to those having ordinary skill in the art, a 
bit is a unit of information content equal to one binary decision. (See, McGraw-Hill Dictionary 
of Scientific and Technical Terms). As Appellant disclosed, an attribute may be a color bit 
where he value "1" indicates that the print job contains color images and the value "0" indicates 
that the print job is merely black and white. (Specification, p. 12. lines 9-11). The header 
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disclosed by Barry as including the relevant properties of each page being printed are not bit 
settings but general information, such as page size, number of colors, number of planes and 
resolution. These are not bit settings, the limitation claimed by Appellant. 

Neither does Barry set forth matching the bit settings designating the attributes of the 
print job with attributes listed in an attribute-printer assignment table nor identifying the printer 
to send the print job by matching attribute bit settings with those in the table. 

Because Barry does not set forth each and every element of Appellant's claimed 
invention, Appellant respectfully requests reconsideration and withdrawal of the rejection of 
independent claim 1 as well as all claims depending therefrom. 

The Examiner states that the "attributes read on the parameters or characteristics" (Final 
Office Action, page 3, line 3). Appellant asserts that the "attributes of the print job" (Appellant's 
Claim 1) does not read on "parameters of each bit-mapped image" (Barry, Abstract, lines 12-13) 
or "characteristics of the print engine" (Barry, Abstract, line 13). Appellant has denned 
attributes to be representative of a print job, not representative of an image or print engine. 

The Examiner has repeatedly cited Barry at col. 31, lines 22-65 as the support for the 
assertion that Barry teaches certain limitations of all of Appellant's pending claims 1-6 and 8-13. 
Appellant asserts that these limitations are not specifically found with the cited passage and the 
generality of the citation, i.e., the same 43 lines for each claim limitation, deprives the Appellant 
of the opportunity to respond with more particularity. Appellant asserts that the Examiner has 
not made out a prima facie case of anticipation. 
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(4) Barr y fails to di^l"«« the limitation of dependent claim 4, 

Regarding claim 4, Barry does not disclose using a graphical user interface to enter the 
m of available printers and the attributes associated with each of the available printers. As 
Appellant discloses, the assignment of available printers to print jobs having certain attributes is 
preferably customizable by the user through a graphical user interface. (Specification, p. 13, 
lines 20-23). Hie method and system disclosed by Barry is extremely complex with many 
different parameters that must be entered for the many different printer engines disclosed therein. 
Appellant is unable to find within Barry any disclosure that an attribute-printer assignment table 
is populated by entering the list of available printers and attribute of the available printers 
through a graphical user interface. Appellant respectfully asserts that a prima facie case of 
anticipation has not been presented and respectfully requests reconsideration and withdrawal of 
the rejection of claim 4. 

(5) tt,rr Y faik to di^inse the lirni t**inr, nf deoendent claim 5 . 

Regarding claim 5. Barry does not disclose that an attribute bit setting for each of the one 
or more identified attributes is set by an application program or printer handler. Barry merely 
discloses that a page header is generated for each page to be printed and that the page header 
includes, derived after rasterizing the page to be printed, the bit depth of the page, the page size, 
the number of colors, etc. (Barry, col. 31, lines 45-55). 

It is important to note that Barry requires that a document to be printed be rasterized prior 
to a determination as to which printer to send the document to. As Barry states: 

It should be understood that the virtual print engine of the present 
invention is operable to convert each of the documents into single 
individual bit-mapped pages, which images are stored on a page-by- 
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page basis for each document. Thereafter, as describ ^ OV ^ e 
Sales are distributed to various engines in a P^ 1 ^.™^' 
SdS upon the characteristics of the page, the availability ofthe 
S^d in general, how best to match a given page^ 
withits characteristics with a given engine in accordance with that 
engine's characteristics. 

Barry, col. 16, lines 40-52. 

Barry further discloses: 

The RJP (which Barry discloses to be the rasterizing program that 
converts a document into the individual bit-mapped pages), in 
S to providing a rasterized image, also provides ou£ut 
motion a? to bit dSpth, resolution, number of pixels per line, etc. 

Barry, col. 31 , lines 40-50. 

Barry does not disclose the use of an attribute bit setting for each of one or more 

identified attributes. Reconsideration and withdrawal ofthe rejection of claim 5 is requested. 

(6) Parr y fait* to dis -n™ fre limitations nf independent claim 8, 
Barry fails to disclose at least one limitation ofthe computer program product set out in 
claim 8. m claim 8, Appellant claims a computer program product including instructions 
embodied on a computer readable medium for selecting a printer for printing a print job, the 
instructions comprising: identifying instructions for identifying one or more attributes ofthe 
print job, associating instructions mr associating an attribute bit setting for each ofthe one or 
identified attributes, matching instructions for matching these bit settings with attributes in 
attribute-printer assignment table, identifying instructions for identifying the printer from the 
assignment table designated to handle print jobs having the matching attribute bit settings, and 
directing instructions for directing the print job to the identified printer. 



more 
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Appellant respectfully -aerts d- a ^ JW — * -a*-*" »" "~ 

present* because Barry Wis to « each and every element of Appellant's Cairn* 
invention. Fir* Barry does no. set forth associating tactions to associating - «•*-» » 
for each of one or more identified attributes of the print job. As known to those having 
ordinary skill in the M a bit is a unit of information content enual to one binary decision. (Sto. 
McGraw-Hill Dictionary of Scientific and Technic! Terms). As Appellant disc.os.rf, an 
attribute may be a color bit where he value "1" indicates that the print job contains color images 
and the value "0" indices that the prim job is merely bla* and white. (Specification, ,.12, 
lines 9-11). The header disclosed by Barry as including the relevant properties of each page 
being printed are not bit settings but general informauon. such as page stee. number of colors, 
number of planes and resolution. These are no. bit settings, the Umttation claimed by Appellant. 

Neither does Barry set for* matching infractions for matching the bit se«ings 
designing the attributes of the print job with attributes listed in an attribute-printer assignment 
table, nor identifying instructions for identifying the printer to send the print J* * matching 
attribute bit settings with those in the table. 

Because Barry does not set forth each and every element of Appellant's claimed 
invention, Appellant respectfully requests reconsideration and withdrawal of the rejection of 
independent claim 8 as well as all claims depending therefrom. 

(7 ) p ? rr y fails to di "^? th& limitation "f dmmdent claim U- 

Regarding claim 1 1, Barry does not disclose that a list of available printers and attributes 
associated with each of the available printers are entered through a graphical user interface. As 
Appellant dxscloses, the assignment of available printers to print jobs having certain attributes is 
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p^hly customizable by the user through a graphical user interface. (Specification, p. 13. 
hues 20-23). The method and system disclosed by Barry is extremely complex with many 
different parameters that must be entered for the many different printer engines disclosed therein. 
Amelia., is unable to find within Bany any disclosure mat an attribute-printer alignment tab.e 
i5 popul-ed by earing me list of available printers and amibu.es of me available printer, 
through a graphical user interface. Therefore, Appellant respectfully asserts ma, 
case of atmcipatton has no, been presented and respectfully reoues* reeonsiderauon and 
withdrawal of the rejection of claim 11. 

(8) ttarr y fails to dis -'"«* th ft limitation of dependent claimja. 

Regarding claim 12, Barry does not disclose that an attribute bit setting for each of the 
one or more identified attributes is set by an application program or printer handler. Barry 
mer ely discloses that a page header is generated for each page to be printed and that the page 
header includes, derived after rasterizing the page to be printed, the bit depth of the page, the 
page size, the number of colors, etc. (Barry, col. 31, lines 45-55). 

It is important to note that Barry requires that a document to be printed be rasterized prior 
to a determination as to which printer to send the document to. As Barry states: 

It should be understood that the virtual print engine of the present 
LtS is operable to convert each of the documents into > s>ngle 
Z^dual bitmapped pase*, which images are .tort I or ja jpjeg£ 
page basis for each document Thereafter, as 
Pages are distributed to various engines m a P«»W «wn£ 
deoendhig upon the characteristics of the page, the avai ability of the 
SESfa general, how best to match a given page m accordimce 
wito Us characteristics with a given engine in accordance w>th that 
engine's characteristics. 

Barry, col. 16, lines 40-52. 
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Barry further discloses: 

The RIP 670 in addition to providing a rasterized image, also 
^videTo^tTnfonnation as to bit depth, resolution, number of 
pixels per line, etc. 

Barry, col. 31, lines 40-50. 

Barry diatom the RIP to be a racing prog-ant that converts a received 
document toto tadividual bit-mapped pages. (Barry, col. 31, lines 25-26) 

Barry does no. disclose the use of an *«ribu,e bi, se«in g for each of one or more 
^fiedamib^Reconsiderato^wi^rawalofftereiectionof claim 12 is jested. 

Therefore, because the cited prior art reference fails to disclose each and every limitation 
of the claims. Appellant respec.ft.lly asserts mat a case of anticipation has no. been 

presented. Therefore. Appellan. -espectnuly reoues* me Board .0 find that cWms 1-6 „d 8-13 
presented on appeal are patentable. 

Respectfully submitted, 




Jeffrey L. Streets 

Attorney for Appellant 

Registration No. 37,453 

13831 Northwest Freeway, Suite 333 

Houston, Texas 77040 

713-939-9444 
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(8) Claims Appendix 

What is claimed is: 

, . (previous prated) A memod for M . printer ta printing a print job, the 

method comprising: 

^Uting an attribute bi, setting for each of the » or more 

n^ng ft. one o, more attribute bit settings of the print job wtth attributes 
listed in an attribute-printer assignment table; 

identifying to printer from the attribute-printer assignment table design^ to 
handle print jobs by having ft. matching one or more attribute bit settings; and 

directing the print job to the identified printer. 

2 (original) The method of claim 1, further comprising; 

JL*. the plurality of print jobs using one or more apphcation programs nmnmg 
to a «mu,uter UMt is m wmmunicatw^ 

3 (previously presented) The method ofclaim .. wherein me one . ■ «. attributes arc 
selected torn «e type, application identity, co.or content, print resolution, page sac 

combinations thereof. 

4 (previous* presented) The method of claim 1. wherein the attribute-printer 
assignment table comprises a Us. of available printers and the attributes associated with 
.achoffhe available printers, themethod further comprising: 

entering the list of avaiiable printers and the attributes assoctated wuh each of the 
available printers through a graphical user interface. 

5 (previous presented) The method of claim 1, whe«m the attribute bi, setting for 
each of the one or more identified attribute, is sc. by an application program or a printer 
handler. 
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6 

handler. 



( P »vio US lyF^<^)» em * odofclai,n5 ' fl,rt,CTK ' mpriSin8: . . -. 
storing the amftuto-printer assignment .able in memory f°r access by the prmter 



7. (cancelled) 



8 (previously present) A computer pu.gn.rn product including instructions embodied 
o„ . computer readme medium for selecting a printer for printing a P™t J* «* 



instructions comprising: 

identifying instructions for identifying one or more attributes of the pnnt job, 
associating instructions for associating an attribute bit setting for each of the one 
or more identified attributes; 

matching instruction* lor matching the one or more attribute bit «*t>ngs of the 
print job with attributes listed in an attribute-printer assignment table; 

identifying instructions for idemifying the printer from the atmbute-pmter 
assignment tabie designated to handle print jobs by having the matching one or more 

attribute bit settings; aad 

directing instructions for directing the print job to the identified printer. 

9 (original) ThecomputerprogramproductofclaimS.r^ercomprising: 

' generating instructions for generating the plurality of print jobs, wherein the 
generating instructions are capable of running one or more application programs in 
communication with one or more printers. 

10 (previously presented) The computer program product of claim 8. wherein the one or 
more attributes are selected from file type, application identity, color content, pnnt 
resolution, page size or combinations thereof. 

11 (previously presented) The computer program product of claim 8, wherein the 
attribute-printer assignment table comprises a list of available printers and the atmbutes 
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..tad with of -he pU-. the computer pn.gr.rn product 

^H„ 6i — for ^d.**^^-/*™ 

^sociacd with each of the avails »M» 1™"* » « mterfeK ' 

^ bit setting for each of the on. or more ,den«f.ed abates set by . 
application program or a printer handler. 

13 . (previously presented) Tta. computer progn» product of claim U, further 

"^H. u-rucn- tor s^nng the attibute-prMcr _•»»* table in memory 
for access by the printer handler. 
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(9) evidence Appendix 



None 
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(10) Related Proceedings Appendix 
None 
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